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REMARKS 

1 - RQjgctjg»^fClaims 2 and 4 unrt*r as ■■ o r c ^ ^nd P 

Mdjtjg nMAmer^e^ — ' ,C § 112 ' 2 p *™nra ph and 

Claims 2 and 4 have boen rejected as indefinite for failing to particularly point 
and distinctly claim the subject matter regarded as the invention 

/ he P T ° first notos use of the phrase "the basic salt" in claim 2 and indicates 
that .t lacks antecedent basis and is therefore indefinite. 

The instant amendment to claim 2 is believed to fully address the basis of 
paction Support for the amendment to claim 2 may be found in the Specification on 
PWO 0, Imes 21-24 through page 9, line 1. 

Recor^ideration and removal of the rejection of claim 2 is respectful.y requested 
he PTO has also noted a typographical error in claim 4 with the use of the term' 
racially 1 instead of 'radially'. 

The PTO's suggestion to change 'racially to 'radially' is grea tly appreciated and 
has bean .rnplemented with the foregoing amendment to claim 4. Support for the 

oClded with tins amendment. 

Reconsideration and remove, of the rejection of claim 4 is respectfully requested 
Appiicants also note (he amendment to claim 17. Support for this amendment ' 
may bo found on page 9. lines 2-9. No new matter has been added. Entry of .his 
amendment is respectfully requested as this amendment ptaces claim 1 7 in compliance 
with tho requirements of (he 2"" paragraph of 35 U.S.C. 112 

independent claims 7 and 1 3 have been amended to provide consistency with 
« average par.,* siz0 range of independent Calm 1 . Support for this amendment 
"My be found on page 8, linesl 2-14. No new matter has been added with this 
amendment 

independent claim 1 has been amended in an effort to better define the claimed 
lnv«>n„on. Support for this amendment may be found on page 8 , ,i„ ss , 2 . 17 . No new 
mutter has been added with this amendment. 
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Hnaliy, the taw amendment , 0 claim 18 rectifies a clear typographic* error, 
mechanically was recited instead of ■chemically in the subclause relating ,o the 
■ hc„,,cay active Alter media. Support for ,h,s amendment may be found on page 7 
tao. 18-24, and on page 14, lines 3-6, as well as in Figures 1, 2, and 4-6. No new ' 
mnlter has been added. 

Entry of the amendment to claim 18 Is respectfully requested as this amendment 
n *cs cla, m 18 |„ compute with the requirements of the 2« paragraph of 35 U.S.C. 



11?. 



h^ftir^B ^nawell" nr ^T 11 « Patent No 5 ,069,7 ^ 



Claims 1.2, 5-10, 13-15, 17, and 18 have been rejected as obvious over 
Brownawetl 799, with claims 1, 7, 13. and 18 being independent. 
The basis or the PTO's rejection is as follows- 

SSv n »r b S lment ha ™ fl a ^PP'eSal Sge S a 
c " e "'ically active filter member (i.e., 30) disnospdth<.roi„ ?! k ■ .. 
active niter member includes a plural?* of paSs ^see col^i,^; 100 " 1 ' 

sssrs iin^f^rTco^ v b ~ - ^ 

fW/ce Action of 3/2/05, pages 2 and 3.) 
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Applicants greatly appreciate the detailed basis of rejection but must respectfully 
disagree and traverse the rejection. 

To establish a prima tacle case of obviousness, three basic criteria must be me. 
there must some suggestion or motivation, either in the references themselves or 
.n ho knowtedge generally available to one of ordinary skill in the art. to modify the 
reference or to combine reference teachings. Second, there must be a reasonable 
o,p~ ct success. Flnaily. me prior ar, reference (or references when combined, 
must loach or suggest all the claim limitations. MPEP 2143 

This standard has no, been me, in the instant caso. parllcutariy with respect to 
independent claims 1 , 7, 1 3. and 1 8. 

Brownawo.l 799 disdoses a fflter system fha, requires both an artive r,„er media 
and an .nacve filter media. The active filter media can be a combination of a 
chemically active fiiter media and a physicaUy active filter media. (See 7* oo,. 1, „nes 

*> i^Jdir discu ,? n ° ,<h ° shape °' sbe ° f ,he 799 a * s *» -* 

« bnM to the use of ZnO 'pellets' in Example 2 and to a discussion of substrate 
supports for the chemically actrve media. For example, the 799 reference teaches that 
the chom,ca,,y aCve filter media may be supported or unsupported and specifically 
goes on to slate: y 

W supported, suitable substrates include alumina and ih* lik* Th 
sphe'r ^ formed into «*« ^ -h as^lels 9 XderZ 5 

('799, cot 1, tines 66-68, and col. 2, lines 1-7) 

Thus, as admitted by tho PTO, Brownawel, 799 is silen, as to Applicant's daimed t*r 
using particles of a particular average diameter. 

Brownawell teaches that chemtcatly active filter media may contain a strong 
base, hydroperoxide decomposers, or media containing a dispersan, functional group. 
( W, co, ?.. „nc B through coi 4, fee ,5.; However. Brownawell is silent as to any 
nwessnry concentrations or amounts of such chemically actfce filter media 

In contrast. Applicants' inventions of Independent claims 1, 7, and 13 require a 
chom.cally aclve filler member that contains partldes of a particular average diameter 
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Ihnt contain a beneficial additive. I„d epend en, claim 7 also requires particular 
***** elements no. disclosed in Brownawell 799. Independent Cain, 18 requires 
*m,cles .he, comprise from 90 to 97% by we i ght „, a beneficial additjve 
le.,s, one of an antioxidant, an ami-wear a S ent. a basic sait, or a mixture tbereof 

f he cited reference falls to provide a prima facie case of obviousness as to any 
of these claimed inventions. 

For example, independent claim 1 requires an oil fitter having a housing with 
both a a homicaliy active fnter and a mechanically acfive filter. Appilcants' chemicaily 

To IT COntei " 3 ° f Part,C ' eS ' wherein 

ine paiUctes have an average diameter of from 0.1 to 6 millimeters 

Independent claims 7 and 13 respectively disclose an oil filter and a 
supplemental cartridge for use wrth an oil filter. The inventions of claims 7 and 13 are 
omto to independent claim 1 in that they likewise require the use of a chemically 
ac„vo filter having a plurality of parties consisting e S sentia„y of a beneficial addifive 
wherein (he particles have an average diameter of from 0.1 to 6 millimeters 

in contrast, the pto has admitted that Brownawell fails to disclose a required 
element of Cairn 1. i.e. that Brownawell 799 is silen, as to a chemically acfive filter 

dtleter C ° nlainin9 P °' Me * benefl ° ia ' a<M " iVe average 

The PTO hassuggested that -it would have been obvious to one of ordinary skill 
m the or. at the time the invention was made to emptoy particles having the recited 

TTT re,e ' enCe SyS,Sm ' 10 faC " i,ate han * 9 of the toal ™n« ««eria, 
In the reference system.' (Office Action of 3/2/05, page 3) 

However, the PTO is silent as to where this rationale arises or is provided for 
Mhouoh the PTOs rationale for a motivation may be different from that re,ied upon by 
en .nvemor. it must be the prior or, tha, provides the motivation to make the necessary 
median. There must be a teaching in the prior art for the proposed combination or 

oZl '° " e Pr0Per " NeWe ' K " U S P Q ' 2d 1248 (F6d * 1989 >' e "*>»" fe 

The OAFC has stated "to Imbue one of ordinary skill in the art with knowledge of 
Uc: ,r,ventlon in suit, when no prior art reference or references of record convey or 
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«W« .hat knowledge, is to fail victim to the insidious effect of a hindsight syndrome 
wherom that which only the inventor taught is used against its teacher. W.L Le « 

T' r Gari0CK 220 us Pa m - 312 - 313 - (Fed - cir - 1983 >- » * 

Utnt he deasionmaker forge, what he or she has been taught at trial about the claimed 
inwnbon and cast the mind back to the time the invention was made ... to occupyfhe 
mmd of one skilled in the art w*o is presented only with the references, and who i, 

..or, ra |l yB uidsdby U ,ett,o„- a ccep te dwisdomin.he art .W.LGo rei/ , SSOCS ,„c , 
Bwftx*. 220 U.S P.Q. 303. 312-313. (Fed. Cir. 1983). 

In this case, Brownawell 799 teaches only that th B substrate support may be in 
.ho shape of pellets. I. is respectfully submitted that those of skill in the art will 
appreciate that the term 'penets' generally refers to pieces having a diameter range that 
« normaliy too large for measurement in miliimeters. Moreover, Brownaweli's failure to 
reconn.o tt,e importance of average particle size is reflected In the reference's failure 
lo provide any guidance with respect to particle size. 

Moreover, amended independent claim 1 also requires the presence of 
inlerstfcfal spaces therebetween the particles of the chemically active filter As 
<1,scussed in Applicants' Specitation. the size of the intersticial spaces between the 
Policies in the filter matrix directly affects the ability of the chemically active filter .o 
screen out the complexes which result from the reaction between the combustion acids 
and ine beneficial additive of the particles. 

Brownawell fails to recognize the Importance of the instersticial spaces in 
screening out complexes which result from the action of the beneficial additive. As a 
result, Brownawei, fails to dlsciosure or suggest this aspect of the invention of amended 
independent claim 1 . 

claim 7 N ° r d ° eS Br ° WnaWe " diSC, ° Se ^ PartiCU ' ar aSpGCtS ° f indent 

F °; eX ^f • c,am * requires a tapping p,ate and a mechanically active filter that 
I- spaced away from said tapping plate". See claim 7. 

However, in BrownaweH the inactive filter media 12 is adjacent to the upper 
utroce of the housing 4, which Applicants assume the PTO is relying on for the 
required tapping plate element of claim 7. 
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Thus, Brownawell also fails to disclosure or suggest the structure required in 
Applicants' independent claim 7. 

Taken as a whole, the sole disclosures of Brownawell 799 are insufficient to 
provide a prima fncie of obviousness as to the inventions of Applicants' independent 
dams 1, 7. and 13. Brownawe.l 799 fails to disclose or suggest all of the required 
elements of those claims. 

Nor does Brownawell '799 disclosure the necessary particle concentration of 90 
to 97 /o of a beneficial additive as is required in independent claim 18 

in fact, Brownawell is completely silent as to the concentration of the active filter 
med«w. i.e.. at least one of a strong base, hydroperoxide decomposers, or media 
centring a dispersant functional group. | t is respectfully submitted that this is a direct 
result of Brownaweirs failure to recognize the importance of individual particles of a 
small average diameter having a h | gh (90 . 9 7%) concentration of beneficial additive in 
the pnrlicles. 

The PTO-s position is that "it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to employ the recited amount of beneficial 
addmve in the reference parlic.es, in order to ensure that a sufficient amount of additive 
.« present in these particles to adequately rejuvenate the oil undergoing treatment" 

However, as noted above, a rational to justify a modification does not take the 
Place of the suggestion in the prior art to make such a modification. There must be a 
torching in the prior art for the proposed combination or modification to be proper inre 
AW,, 13 U.S.P.Q. 2d 1248 (Fed Cir. 1989), emphasis acide*. .Even if the teachings 
of o primary reference couid be modified to arrive at the claimed subject matter the 
modification is not obvious unless the prior art also suggests the desirability of such a 
mediation. In re Laskowslu, 10 U.S.P.Q.2d 1397. 1398 (Fed Cir, 1989) 

At this point, the PTO has not indicated the source of the prior art providing the 
proposed motivations to do what Applicants have done. When the PTO asserts that 
<h«re .s an explicit or implicit teaching or suggestion in the prior art. it must indicate 
where such a teaching or suggestion appears in the reference, in re Yates 21 1 
U.S.P.Q. 1149, 1151 (C.C.P.A. 1981). 
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Accordingly, it is respectfully submitted that independent claims 1, 7, 13, and 18 
«* nonobviou. over the sole disclosures of Brownawel. 799. Brownawel, 799 fails to 
disclose or suggest all of the required elements of these claims. 

Reconsideration and removal of the rejection is respectfully requested as to 
-dependent claims 1, 7, 13. and 18, as we., as to all claims depending therefrom. 

FSf f ' fs aPPlled above and further In ^ ofDeJm/m* H Q 
gatSnlNo. 4,144.166. her eafter "PiUm^ne" or '"iBfi"^ 1 ' : 

Claim 3 is rejected on the grounds that It "would have been obvious to one of 

o^nary skill in the art at the time the invention was made to em P ,oy the polyolefin of 

DuJom.. as the 'polymer matrix' of Brownawel, 799 since this polyolefin is capable of 

cupport.no the calcium carbonate or calcium hydroxide of this primary reference in the 

required manner". (Office Action of 3W05, page 3, citations omitted.) 

Applicants appreciate the detailed basis of rejection but must respectfully 
disagree. r y 

The secondary reference OeJovine is relied upon for its disclosure of a relatively 
...soluble polymer .upper, media. OeJovine discloses a solid thermoplastic polymer 
hov.no a control rate of dissolution in oil, the polymer containing particles that are 
.nt e ,„,on a «y reieased into the oil as a function of the controlled rate of dissolution of the 
polymer, fhe PTO appears to re,y on DeJovines disclosure that some polymers 
havma o controlled rate of dissolution into oil are 'relatively oil-insoluble' 

With respect to dependent claim 3 and thus independent claim 1 . the PTO states 
11 W0UW have been obvtou * * one of ordinary skill in the art to provide the 
chemically active filter media of Brownawe.1 with the relatively oil-insoluble polymer 
support materia, of DeJovine. The PTO deems this mediation to be obviousness In 
v,ew of the disclosure by Brownawell 793 that the chemically active fflter media may be 
supported en a substrate that is a polymer matrix. (Office Action oKWOS pa 3 
citations omiitod.) ' ' 

However, the discussion in Brownawell 799 in col. 2, lines 1-7 as to the support 
of t„e chemically active filter media on a substrate in no way supports the PTO's stated 



Pone !3of 17 

PAGE 16/20 * RCVD AT 6/2/2005 4:1 1:21 PM [Eastern Daylight Tfme] * SVR:USPT0-EFXRF-1/2 * DNIS:8729306 R CSID:1 248 524 2700 * DURATION (mm-ss):06-30 



JUN-02-2005 THU 03:18 PM CANTOR COLBURN LLP FAX NO. 1 248 524 2700 P. 17 



(Praclitioner's Docket No. H0001202/HO1-0031) 

basis or rejection. Ralher, the disclosure at col. 2, „„es 1.7 of Brownweil 799 merely 
,nU,c a ,„ s tha, the c h e m ,c ally active finer media may be supported on substra J s 2 

J 'T' a T ed Ce " Ul0Se ' ^ b ' nder ' """to*"- «*on 
<-.kI the to. Brownaweil continues on to state that such may be in lhe 

torn, of pellets, cylinders, or spheres. Nothing in Brownawe,, 799 indicates that 
~,, p artic ,es tha, con,p„'se Mr, a chemicaliy active materia, and a thermoplastic 
could bo used in the housing 4 of Figure 1 . '"ermopiastic 

« MP f 7 1 f ra<,UireS ** m ° ,iVa,i0n '° d ° *«*»«■ done come 
f.o,n he cted references. Even if the teachings of a primary reference couid be 

rnodfed to amve a. ,ne claimed subject matter, the mediation is no, obvtous uniess 
U.S.P.Q.*. 1307. 139 8( FedCi, ,989,. There must be a teaching in the prior art or the 

rrr: : ,ion or modmca,ion ,o * ^ * - » ^ ^ «« 

JH* r SUPP ° rt " ^ enCB ^ ^ ^ 10 ShOW ,hat *• P~ 
r.monale comes from the cited references. 

Finally, the teachings of DeJovine fail .0 rectify the above noted deficiencies of 
Brownawe,, 799 i„ regards l0 the elemente o, amended independent claim , s 
d.scussed above in Section 2 and hereby incorporated by reference 

in particular, ft Is noted that the teachings of DeJovine preclude intersticia, 
spaces between particles. DeJovine requires either a solid mass or a colloidal 
suspension. (See ^fi, c0 ,. 2 . „ ms4e _ sz) If the proposed modification or 
combination of the prior art would change the principle of operaflon of the prior art 
mvent.on being modified, then the teachings of the references are not sufficient to 

XZtT "'*"* feofe oWous - m 123 u%p - Q - 349 (CCPA 1969 > 

-mr. ZTT?' " ls respeclfu " y submitted tt,a ' DeJovine canno ' "** 

can 1 Because da,m 1 ,s nonobvious over the cited combinanon. it is submitted that 
cimrn 3 is likewise nonobvious. 

Reconsideration and removal of the rejection is respectfully requested as to 
dependent claim 3 for the reasons set forth above. 
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Sections 2 and 3 above are hereby incorporated by reference. 
Claim 4 Is dependent upon amended independent claim 1 
It is respectful* submitted that 8ilski ca„ not rectify th6 aboye 
of Brownawell 799. <^"wtncies 

-IB 8, 17^' B ,;'t idiSC!0SeS 3 de,i ™ tem for FTFE. As noted in co. 2. linos 

I rr 6uspension is disp,aced by « - ** «*» 

-tart up. n,u». the one time delivery system of Bilski fails to satisfy the basis 
requirements of Applicants' claimed oi, Ster, i.e., that the benefice additive be released 
as ofU-tarfafes through the filter. released 

Moreover, Bilski teaches that the small particte sfce Is cmcia, to having the PTFE 
comply d,sp,aced by the incom,h 9 o. One of s« in the art would thus expect, 

"I Z? s T wou,d ,each away from ret9nt,on °' partides h 3 *«*»* 

achvo ffcr member as ,s required in Applicants' amended independent claim 1 
TO. r " fe SUbmW6d ' hat B " Ski cannot B~e,l 

0,^1^ TT " SUflflest a " of th9 etemen,s of *■ imen,ton8 

d * l\T IS n0r, ° bVi0US ° Ver Ci,6d COmb,na,ton ' « ls «*»«- that 

<Amm 4 is likewise nonobvious. 

Reconsideration and removal of the rejection is respectful* requested as to 
dependent claim 4-for the reasons set forth above. 

5 " Refaction of claim 1B nnri ar 35 n R o & mi# 9 i ~~ u • 

Soclions 2 and 3 above are hereby incorporated by reference. 

Claim 16 is dependent upon amended independent claim 13 

U ,a respectfully submitted that Robers cannot rectify the above noted 

deficiencies of Brownawell 799. 
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Robors does not disclose an oil filter. Rather, Robers discloses an oil cooling 

boat exchanger. 

The PTO has failed to provide any support as to how the prior art suggests the 
modification proposed by the PTO. There must be a teaching in the prior art for the 
proposed combination or modification to be proper. In re Newell, 13 U S P Q 2d 1248 
(FedCir. 1989). ' 40 

Accordingly, it is respectfully submitted that Robers cannot rectify Brownawell 
/99 s fedure to disclosure or suggest all of the elements of the inventions of Applicants' 
dam, 13. Because claim 13 is nonobvious over the cited combination, it is submitted 
ihnl claim 1 6 is likewise nonobvious. 

Roconsideration and removal of the rejection is respectfully requested as to 
dependent claim 16 for the reasons set forth above. 
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CONCLUSION 



Applicants respectfully submit that the Application and pending claims ar. 
stable in view of the foregoing amendments and/or remarks. A Notice of 
owance Is respectfully requested. As always, the Examiner i S encouraged to 
a Undersigned by telephone if direct conversation would be helpful. 



June ?., 2005 

Telephone: 248-524-2300 
Fax: 248-524^2700 
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Honeywell International Inc. 
t aw Department, Patent Services 
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